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DETAILED ACTION 

1 . This Office Action is in response to the Applicants' amendment received 
on 03/19/2008. 

Claim Status 

2. Claims 1 and 6-8 are amended. 

3. Claims 1-18 are currently presenting for examination, with claims 1 , 6-8, 
10 and 15-17 being independent. 

Specification Objections 

4. Applicant's amendment to objection of the abstract is acknowledged. 
Therefore, objection to the abstract is withdrawn. 

Claim Objections 

5. Applicant's amendment to objection of claim 8 is acknowledged. 
Therefore, objection to the claim is withdrawn. 

Claim Rejections - 35 USC §101 

6. Applicant's arguments to rejection of claims 1-9 under 35 U.S.C 101 is 
acknowledged. However, examiner is not persuaded. 

As per Applicant's assertion that "the claimed invention is directed to a 
"system". A "system" by its definition is a "physical object" or a "machine", which are 
statutory under 35 USC §101", the examiner respectfully disagrees. It is noted that 
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use of the word "system" does not inherently mean that the claim is directed to a 
machine. Only if at least one of the claimed elements of the system is a physical 
part of a device can the system as claimed constitute part of a device or a 
combination of devices to be a machine within the meaning of 1 01 . In this case, 
there is no explicit definition in the claims that the system limits to a combination 
of hardware and software. Thus, claims 1-9 are non-statutory. 

Therefore, the examiner maintains the rejection to the claims. 

7. This action has been made FINAL. 

Claim Rejections - 35 USC § 101 

8. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or 
composition of matter, or any new and useful improvement thereof, may obtain a patent 
therefor, subject to the conditions and requirements of this title. 

9. Claims 1-5, 6, 7 and 8-9 are rejected under 35 U.S.C. 101 because the 
claimed invention is directed to non-statutory subject matter. 

Claims 1-5, 6, 7 and 8-9 are directed to a system comprising software per 
se. Software per se is not a series of steps or acts and thus is not a process. 
Software per se is not a physical article or object and as such is not a machine or 
manufacture. Software per se is not a combination of substances and thus, is not 
a composition of matter. Therefore, software per se is not one of the four 
categories of invention. 
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Claim Rejections - 35 USC § 102 

1 . The following is a quotation of the appropriate paragraphs of 35 
U.S.C. 102 that form the basis for the rejections under this section made in this 
Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1 ) an application for patent, published under section 
1 22(b), by another filed in the United States before the invention by the applicant for patent or 
(2) a patent granted on an application for patent by another filed in the United States before 
the invention by the applicant for patent, except that an international application filed under 
the treaty defined in section 351 (a) shall have the effects for purposes of this subsection of an 
application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 

2. Claims 1-18 are rejected under 35 U.S.C. 102(e) as being anticipated by 
Shinohara, US Patent Number 7,310,514 B2. 

Regarding claim 1 , Shinohara discloses a media delivering apparatus 
which delivers media data to a media receiving apparatus by way of a network, 
characterized in that said apparatus comprises: 

a parameter acquiring unit for acquiring both a communication capability 
of said network, and a receiving capability of said media receiving apparatus 
(e.g. determines whether the multimedia message that is to be transmitted by 
mobile telephone 10i can be received at transmission-destination mobile 
telephones 10 2 -10 4 , col. 7, lines 6-9. In additional, Shinohara discloses: the 
mobile wireless communication terminal in the present embodiment is a mobile 
telephone having CDMA communication capability, the present invention is not 
limited thereto, col. 5, lines 42-45); 
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a media selecting unit for selecting media data to be delivered based on 
both a degree of media importance assigned to each of said media data and at 
least the one of said communication capability of said network and said receiving 
capability of said media receiving apparatus (e.g. mobile telephone 10i notifies 
MMS user database server of information regarding the formats for each media 
type of the multimedia message, col. 6, lines 62-67); 

a transmission-data generating unit for generating metadata in which both 
address information indicating a location of said selected media data and 
presentation layout information indicating a presentation layout of said media 
receiving apparatus which is determined based on both the degree of media 
importance of said selected media data and at least the one of said 
communication capability of said network and said receiving capability of said 
media receiving apparatus are described (e.g. MMS user database server 30 
determines whether the multimedia message that is to be transmitted by mobile 
telephone, col. 7, lines 5-22); 

a data transmitting unit for delivering said metadata to said media 
receiving apparatus by way of said network (e.g. the user of mobile telephone 
1d modify the data format and then transmit the multimedia message, col. 7, 
lines 16-17); and 

a media communication unit for delivering said media data in response to 
a request from said media receiving apparatus which has received said metadata 
(e.g. the user of mobile telephone 1d may modify the data of formats and then 
the multimedia message, col. 7, lines 31-34). 



Application/Control Number: 10/589,958 
Art Unit: 2169 



Page 6 



Regarding claim 2, Shinohara further discloses the media delivering 
apparatus, characterized in that said apparatus comprises a importance change 
monitoring unit for changing said degree of media importance in response to a 
change indication for changing said degree of media importance, and for 
notifying the change in said degree of media importance to the media selecting 
unit, and characterized in that said media selecting unit selects the media data to 
be delivered based on both the changed degree of media importance and at 
least the one of the communication capability of the network and the receiving 
capability of the media receiving apparatus, the transmission-data generating unit 
generates the metadata in which both the address information indicating the 
location of said selected media data which is selected based on both the 
changed degree of media importance and the presentation layout information 
indicating the presentation layout of said media receiving apparatus which is 
determined based on both the changed degree of media importance of said 
selected media data and at least the one of said communication capability of said 
network and said receiving capability of said media receiving apparatus are 
described, and the data transmitting unit delivers said changed metadata (col. 6, 
lines 29-38). 



Regarding claim 3, Shinohara further discloses the media delivering 
apparatus, characterized in that said apparatus comprises a importance change 
monitoring unit for changing said degree of media importance in response to a 
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change indication for changing said degree of media importance, and for 
notifying the change in said degree of media importance to the media selecting 
unit, and characterized in that said media selecting unit selects the media data to 
be delivered based both the changed degree of media importance and at least 
the one of the communication capability of the network and the receiving 
capability of the media receiving apparatus, the transmission-data generating unit 
generates a change command for changing the metadata which is generated 
before said degree of media importance is changed based on both the changed 
degree of media importance and at least the one of the communication capability 
of the network and the receiving capability of the media receiving apparatus, and 
the data transmitting unit delivers said change command (col. 7, lines 22-50). 

Regarding claim 4, Shinohara further discloses the media delivering 
apparatus, characterized in that the transmission-data generating unit describes 
metadata including synchronization information indicating a timing for switching 
between screen displays in the media receiving apparatus in the metadata (col. 
7, lines 23-25). 

Regarding claim 5, Shinohara discloses the media delivering apparatus, 
characterized in that the transmission-data generating unit describes metadata 
including conditional branching information about at least the one of the 
communication capability of the network and the receiving capability of the media 
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receiving apparatus which are used for determining the presentation layout of the 
media receiving apparatus (col. 7, lines 1-21). 

Regarding claim 6, Shinohara discloses a media delivering apparatus 
which delivers media data to a media receiving apparatus by way of a network, 
characterized in that said apparatus comprises: 

a parameter acquiring unit for acquiring both a communication capability 
of said network, and a receiving capability of said media receiving apparatus 
(e.g. determines whether the multimedia message that is to be transmitted by 
mobile telephone 10i can be received at transmission-destination mobile 
telephones IO2-IO4 , col. 7, lines 6-9. In additional, Shinohara discloses: the 
mobile wireless communication terminal in the present embodiment is a mobile 
telephone having CDMA communication capability, the present invention is not 
limited thereto, col. 5, lines 42-45); 

a media selecting unit for selecting media data to be delivered based on 
both a time-varying degree of media importance which is assigned to each of 
said media data, and at least the one of said communication capability of said 
network and said receiving capability of said media receiving apparatus (e.g. 
mobile telephone 1d notifies MMS user database server of information regarding 
the formats for each media type of the multimedia message, col. 6, lines 62-67); 

a transmission-data generating unit for generating metadata in which both 
address information indicating a location of said selected media data and 
presentation layout information indicating a presentation layout of said media 10 



Application/Control Number: 10/589,958 
Art Unit: 2169 

receiving apparatus which is determined based on both the time-varying degree 
of media importance of said selected media data and at least the one of said 
communication capability of said network and said receiving capability of said 
media receiving apparatus are described (e.g. MMS user database server 30 
determines whether the multimedia message that is to be transmitted by mobile 
telephone, col. 7, lines 5-22); 

a data transmitting unit for delivering said metadata to said media 
receiving apparatus by way of said network (e.g. the user of mobile telephone 
1d modify the data format and then transmit the multimedia message, col. 7, 
lines 16-17); and 

a media communication unit for delivering said media data based in 
response to a request from said media receiving apparatus which has received 
said metadata (e.g. the user of mobile telephone 1d may modify the data of 
formats and then the multimedia message, col. 7, lines 31-34). 

Regarding claim 7, Shinohara discloses a media delivering apparatus 
which delivers media data to a media receiving apparatus by way of a network, 
characterized in that said apparatus comprises: 

a parameter acquiring unit for acquiring both a communication capability 
of said network, and a receiving capability of said media receiving apparatus (col. 
col. 7, lines 6-9 and col. 5, lines 42-45); 

a media selecting unit for selecting media data to be delivered based on 
both a time-varying degree of media importance which is assigned to each of 
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said media data, and at least the one of said communication capability of said 
network and said receiving capability of said media receiving apparatus (col. 6, 
lines 62-67); 

a transmission-data generating unit for generating initial metadata at a 
time of start of presentation, in which both address information indicating a 
location of said selected media data and presentation layout information 
indicating a presentation layout of said media receiving apparatus which is 
determined based on both the time-varying degree of media importance of said 
selected media data and at least the one of said communication capability of said 
network and said receiving capability of said media receiving apparatus are 
described, and for generating a change command for changing said initial 
metadata according to a variation with time of said degree of media importance 
(col. 7, lines 5-22); 

a data transmitting unit for delivering said initial metadata and said 
change command to said media receiving apparatus by way of said network (e.g. 
the user of mobile telephone 10i modify the data format and then transmit the 
multimedia message, col. 7, lines 16-17); and 

a media communication unit for delivering said media data based in 
response to a request from said media receiving apparatus which has received 
said initial metadata and said change command (e.g. the user of mobile 
telephone 1d may modify the data of formats and then the multimedia message, 
col. 7, lines 31-34). 
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Regarding claim 8, Shinohara discloses a media receiving apparatus 
which receives media data delivered thereto by way of a network, characterized 
in that 25 said apparatus comprises: 

a data receiving unit for, based on both a degree of media importance 
assigned to each of said media data and both a communication capability of said 
network and a receiving capability of said media receiving apparatus, receiving 
metadata in which both address information indicating a location of media data to 
be delivered and presentation layout information indicating a presentation layout 
of said media receiving apparatus are described (col. 7, lines 6-9 and col. 5, lines 
42-45); 

a data analyzing unit for analyzing said metadata received by said data 
receiving unit (col. 6, lines 1-6); 

a real-time streaming protocol (RTSP) communication unit for making a 
request for delivery of said media data based on the address information 
described in said metadata analyzed by said data analyzing unit (e.g. request 
mail server 150 for reception, col. 1 , lines 50-58); 

a media receiving unit for receiving the media data delivered to said media 
receiving apparatus (e.g. MMS servers 50i-50 3 , Fig. 3, store multimedia 
messages by media type, col. 5, lines 59-60. Wherein, all types of multimedia 
messages may be held in a single MMS server, col. 5, lines 65-66); and 

a media display unit for presenting the received media data based on the 
presentation layout information described in said metadata analyzed by said data 
analyzing unit (col. 7, lines 22-24). 
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Regarding claim 9, Shinohara further discloses the media receiving 
apparatus, characterized in that the data receiving unit receives a change 
command for changing the received metadata as the degree of media 
importance is changed, and the data analyzing unit interprets said change 
command received by said data receiving unit, and updates said received 
metadata (col. 7, lines 22-50). 

Claims 10-18 recite "methods" are similar to claims 1-9, therefore claims 
10-18 are rejected by the same reasons. 

Response to Arguments 

3. Applicant's arguments filed 03/19/2008 have been fully considered but 
they are not persuasive. 

In response to applicant's argument, Shinohara fails to teach or suggest "a 
parameter acquiring unit for acquiring both a communication capability of said network, 
and a receiving capability of said media receiving apparatus". The examiner 
respectfully disagrees. 

Shinohara discloses: " determines whether the multimedia message that is 
to be transmitted by mobile telephone 1d can be received at transmission- 
destination mobile telephones IO2-IO4 , col. 7, lines 6-9" as a receiving capability. 
Shinohara further discloses "the mobile wireless communication terminal in the 
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present embodiment is a mobile telephone having CDMA communication capability, the 
present invention is not limited thereto", col. 5, lines 42-45". Wherein, the Code 
Division Multiple Access (CDMA) communication method (as a communication 
capability) in the next-generation mobile telephone systems, it will be possible to 
transmit and receive a variety of data including text, graphics, video, and audio, 
as messages, col. 2, lines 4-10. Therefore, it is understood that "a parameter 
acquiring unit for acquiring both a communication capability of said network, and a 
receiving capability of said media receiving apparatus" is not limited in the teaching of 
Shinohara. 

The applicant's argument only states that Shinohara fails to teach or 
suggest "a parameter acquiring unit', but does not appear to present any clarity or 
submit that the limitation is fully supported by the originally-filed specification. If 
the Applicant are claiming a specific type of "parameter acquiring unit", then the 
Applicant need to amend the claims to state what this "parameter acquiring unit' 
process is performing and manipulating. 

Conclusion 

4. Applicant's amendment necessitated the new ground(s) of rejection 
presented in this Office action. Accordingly, THIS ACTION IS MADE FINAL. 
See MPEP § 706.07(a). Applicant is reminded of the extension of time policy as 
set forth in 37 CFR 1.136(a). 
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A shortened statutory period for reply to this final action is set to expire 
THREE MONTHS from the mailing date of this action. In the event a first reply is 
filed within TWO MONTHS of the mailing date of this final action and the advisory 
action is not mailed until after the end of the THREE-MONTH shortened statutory 
period, then the shortened statutory period will expire on the date the advisory 
action is mailed, and any extension fee pursuant to 37 CFR 1.136(a) will be 
calculated from the mailing date of the advisory action. In no event, however, will 
the statutory period for reply expire later than SIX MONTHS from the date of this 
final action. 

Any inquiry concerning this communication or earlier communications from 
the examiner should be directed to CECILE VO whose telephone number is 
(571 )270-3031 . The examiner can normally be reached on Mon - Thu (9AM - 
5:00PM EST). 

If attempts to reach the examiner by telephone are unsuccessful, the 
examiner's supervisor, Mohammad AN can be reached on 571-272-4105. The 
fax phone number for the organization where this application or proceeding is 
assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from 
the Patent Application Information Retrieval (PAIR) system. Status information 
for published applications may be obtained from either Private PAIR or Public 
PAIR. Status information for unpublished applications is available through 
Private PAIR only. For more information about the PAIR system, see http://pair- 
direct.uspto.gov. Should you have questions on access to the Private PAIR 
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system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll- 
free). If you would like assistance from a USPTO Customer Service 
Representative or access to the automated information system, call 800-786- 
9199 (IN USA OR CANADA) or 571-272-1000. 
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Examiner 
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Supervisory Patent Examiner, Art Unit 2169 



